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REMARKS 

Overview of the Present Invention 

The present invention is directed to a battery holder 30 for assembly with an electronic 
device having a cover 10 as shown in Figures 1-4 of the present application. It is directed to such a 
battery holder comprising an outer surface 31, guiding elements 32 configured to receive at least one 
exchangeable battery at a side opposite to the outer surface, and a projection 33 and a connection 34 
configured to connect the battery holder releasably to the electronic device such that electrical 
contact elements of the battery received by the battery holder come into contact with the electrical 
contact elements of the electronic device and further such that the outer surface 31 of the battery 
holder forms part of the outer surface of the electronic device 10. 

Claim Rejections - 35 USC §103 

Section 4 of the final Official Action rejects claim 1-11 under 35 USC §103(a) as 
unpatentable over Law in view of Redford. With respect to claim 1, the Office asserts that Law 
teaches a battery holder having elements corresponding to those recited in claim 1 except that it 
does not teach that the electrical contact elements of at least one battery received by said battery 
holder come into contact with the electrical elements of the electronic device. The Office asserts 
that Redford teaches that a conventional electrical device may have a battery cover wherein the 
electrical contact of at least one battery comes into direct contact with an electronic device, citing 
Figure 1, terminals 108 and 109 of Redford. Applicant respectfiilly disagrees. 

The Cited Art 

Law is directed to a power supply system as best seen in Figures 1-3. It includes a battery 
holder (container assembly) 26 which includes a case 30 having walls 46-54. Law includes guiding 
members (flanges) 68 and 70 that are formed on a cover member 34 as best seen in Figure 3. These 
flanges are to align the negative end 60 and positive end 62 of battery 40 with the terminals 56 and 
58 of the battery holder (container assembly 26). It is therefore clear that the terminals 56 and 58 do 
not come into contact with electrical contact elements of the electronic device (telephone) 22 (see 
Figure 1) to which the battery holder can mate, since it is terminals 76 and 80 of the battery holder 
which make contact with the electronic device 22, as clearly illustrated in Figure 5. 
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Redford is directed to a stick-on peel-off fastener. The Office relies upon Figures IB and IC 
showing prior art in which an enclosure 102 includes a positive terminal 108 and a negative terminal 
109 for connection to batteries 1 10 and 120 inserted within enclosure 102 fonning part of electrical 
device 100. 

Argument 

The Office asserts that since Redford shows an electrical device having terminals 108 and 
109 for direct receipt of batteries, that it would be obvious to combine such terminals to teach direct 
electrical contact of at least one battery in the battery holder of Law with an electronic device to 
which the battery holder releasably coimects to. This argument is respectfully refuted since a device 
that receives one or more batteries directly as shown by Redford caimot possibly provide a 
suggestion as to how to configure a battery holder even if such a device discloses that the battery or 
batteries may come directly into contact with the terminals of the device. In fact, using a battery 
holder, such as that shown in Law, is exactly an alternative approach to the approach of inserting 
one or more batteries directly into a device as shown by Redford. 

In particular. Law specifically shows that its battery holder 26 includes a plurality of 
terminals 56 and 58 for contact with terminals 60 and 62 of batteries 40. Separate terminals 76 and 
80 are provided for making electrical contact between this battery holder 26 and the electronic 
device 22 to which it can mate as illustrated in Figure 1 . There is absolutely no suggestion as to 
how the batteries 40 shown in Law could make electrical contact with electrical contacts of device 
22 and clearly the use of terminals 108 and 109 of Redford do not provide any suggestion as to how 
to modify any of the terminals in Law so as to provide that electrical contact elements of at least one 
battery received by said battery holder come into contact with electrical contact elements of said 
electronic device 22 (see Figure 1 of Law). 

In short. Law teaches one approach for placing batteries in a battery holder with separate and 
distinct electrical contacts 76 and 80 for making electrical contact with device 22 when the battery 
holder is mated with the device and separate electrical terminals 56 and 58 for making electrical 
contact with terminals 60 and 62 of the batteries within the battery holder, while Redford teaches 
the use of terminals inside a device for accepting batteries within the device itself. 

Contrary to the position taken by the Office, the terminals in Redford are not a simple 
substitution for the terminals of the battery holder shown in Law and therefore it would not be 
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obvious to a person of ordinary skill in the art to make a substitution of the terminals in Redford 
with the terminals in Law. 

MPEP §2143 provides that the simple substitution of one known element for another to 
obtain predictable results may provide for a prima face case of obviousness. However, the rationale 
enunciated in MPEP §2143 is that to support a conclusion that a claim would have been obvious is 
that the substitution of one known element for another yields predictable results to one of ordinary 
skill in the art. In the present situation, it is not seen how one of ordinary skill in the art would take 
the electrical terminals 108 and 109 in Redford and substitute them for any of the electrical 
terminals in Law. In fact, if the electrical terminals 108 and 109 are substituted for electrical 
terminals 76 and 80 in Law used to make electrical connection between the battery holder 26 and 
device 22 (see Figures 3 and 5 of Law), they would provide the same functionality that terminals 76 
and 80 already provide between the battery holder 26 and device 22. If it is argued that terminals 
108 and 109 of Redford could be substituted for terminals 56 and 58 of Law, then they would 
provide the same functionality as terminals 56 and 58 of Law; i.e., to make electrical contact 
between the batteries and terminals 56 and 58 v^thin the battery holder with no provision as to how 
such terminals 56 and 58 could then possibly be part of the electronic device 22 since the battery 
holder as shown in Law is clearly designed to be separable from the electronic device 22. 

Consequently, it is respectfully submitted that the Office has not shown that the substitution 
of the terminals in Redford would result in a known and predictable result with regard to the battery 
holder shown in Law. 

The Office in the Advisory Action states that claims 1 and 1 1 do not recite the limitation that 
the contact is made while the battery holder is being connected to the device. However, it is 
specifically noted in claims 1 and 1 1 that the battery holder releasably connects to an electronic 
device such that electrical contact elements of at least one battery received by said battery holder 
come into contact with electrical contact elements of said device and such that said outer surface of 
said battery holder forms part of the outer surface of said electronic device. Such a configuration 
makes clear that the electrical contact elements of the at least one battery come into contact with the 
electrical contact elements of the electronic device as the outer surface of the battery holder forms 
part of the outer surface of said electronic device. The contention by the Office is therefore 
respectfully refuted. 
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The present invention thereby presents a new and unobvious manner in which the battery 
holder is configured to receive at least one battery such that the electrical contact elements of the at 
least one battery received in the battery holder come into contact with electrical contact elements of 
the electronic device. It is therefore respectfully submitted that the battery holder recited in claim 1 
is not suggested by a combination of Law and Redford. 

Independent claim 1 1 is also directed to a battery holder having features corresponding to 
those recited above with respect to claim 1, but using means plus function terminology as provided 
for under 35 USC §112, sixth paragraph. For similar reasons as those presented above with respect 
to claim 1, it is respectfully submitted that claim 1 1 is also not suggested by a combination of Law 
and Redford. 

Dependent claims 2-10 all ultimately depend from claim 1 and are believed to be allowable 
at least in view of their dependency from claim 1 . 



For all of the foregoing reasons, it is respectfully submitted that the rejection of the final 
Office Action has been shown to be inapplicable and therefore withdrawal thereof is requested and 
passage to issue of the present application is eamestly solicited. 

The undersigned hereby authorizes the Commissioner to charge deposit account 23-0442 for 
any fee deficiency required to submit this response. 



Conclusion 
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